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It is intended primarily for the use of lawyers and is edited 
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\nHeEUsER-Buscuo, INc. v. BupweiseER Marts Propvuctrs Corpora- 


TION 
(287 Fed. Rep., 248 ) 


United States District Court, Southern District of New York 
September 27, 1921 


rrape-Marks—GeocraPpHicAL Name—“Bupwetser” ror Breer anp Mant 
Liqvors—Ciaim To Prorectrion. 

Where complainant chose the geographical name “Budweiser” as 
a trade-mark for beer and malt liquors, it may not have acquired such 
a monopoly therein as to prevent others from using it, but it is suffi- 
cient to entitle it to relief that it used the name lawfully to designate 
its product until it became known to the trade by that designation, 
and that it acquired a valuable trade and that its business was being 
injured by the acts of the defendant. 

SamMe—Same—Same—Test—Decerrion or Pus ic. 

The fundamental question in cases of the kind is whether the 
public is being misled and deceived, so that defendant is, in effect, 
taking advantage of the good-will and business reputation that com- 
plainant has built up. 

SameE—Same—Same—UseE or Same Mark ror Marr Liquors anp ror Mart 
Syrup Conrustnc—Proor or INreriorrry or Propucr Nor Ke- 
QUIRED. 

Where complainant used on, and identified with its beer and malt 
liquors the word “Budweiser” as a trade-mark, it should be protected 
against the use by defendant of the same mark on malt syrup, inas- 
much as the public would regard both as having the same origin; and 
it is not necessary for complainant to prove that defendant’s product 


is inferior in order to protect itself from the misuse of its name and 
good-will. 


In equity. Complainant’s motion for preliminary injunction 
to prevent the use of its trade-name granted. 


Archibald Cox, of New York City. (Daniel N. Kirby, of St. 
Louis, Mo., of counsel), for complainant. 
Gilbert §& Gilbert, of New York City, for defendant. 


Mack, Circuit Judge: This is a motion for a preliminary in- 
junction to prevent the use, in defendant's corporate name and 
ipon its malt products, of the name “Budweiser,” in which it is 
alleged complainant's reputation and good-will are embodied. The 
verified complaint alleges that since the year 1875 the complainant 
and its predecessor, Conrad, have produced a beer under the name 
if “Budweiser,”’ and that it has spent $10,000,000 in advertising 
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that name and making it known to the public; that the malt syrup 
being marketed as “Budweiser” by the defendant doing business 
under the name of the Budweiser Malt Products Corporation is close- 
ly related to beer by reason of the fact that the same materials, proc 
esses, apparatus, and skill may be used in its production as were 
formerly used in the production of beer; and that the public has 
been and will be misled and deceived and caused to purchase the 
product of the defendant, believing it to be a product for which the 
complainant is responsible. 

The term “Budweiser” forms a part of the trade-mark for beer, 
lager beer, and malt liquors, registered by the complainant in 1907. 
On August, 12, 1920, the complainant filed an application for the 
registration of the term as a trade-mark for malt syrup, claiming 
use since August 6, 1920. The application was opposed by the 
defendant, which claimed prior use of a month or more. The case 
is now pending in the Patent Office. 

The defendant however contends that the term “Budweiser” is 
geographic and descriptive and is not the subject of a trade-mark 
or trade-name for any product. The president of the defendant 
asserts that he selected the name “Budweiser” for his malt syrup 
because it indicated to him the same appearance and quality of malt 
syrup as his father had procured for him from Budweis, Bohemia, 
some 15 years before. The beer made in Budweis was, he points 
out, noted for its excellence, and when it was imported into the 
United States various concerns commenced the manufacture of beer 
which resembled, to some extent, the genuine Budweiser beer. as 
the result of which there were sold throughout this country at 
various times “Imported Budweiser,” “Conrad’s Budweiser,” “An- 
heuser-Busch’s Budweiser,” “Brooklyn Budweiser,” and “Du Bois 
Budweiser.” 

Conrad was the complainant’s predecessor. The use of the 
term “Imported Budweiser’ to denote the actual place of origin 
is somewhat different from other instances referred to, all of which 
with the possible exception of “Chicago Budweiser,” registered in 
1893 and the use of which apparently has long been discontinued, 


were questioned at some time or other by the complainant. Whether 
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the complainant by its inactivity or laches has lost any rights as 
against any of the parties there involved need not be here deter- 
mined. Apart from “Du Bois Budweiser,” the sale of which seems 
to be localized about Du Bois, Pa. (ef. Hanover Milling Co. v. 
Metcalf, 240 U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 713) [6 T. M. 
Rep., 149], there is no evidence of the general use of the term 
“Budweiser” by any company in the United States other than by 
the complainant. “True the name is geographical; but geographical 
names often acquire a secondary signification indicative not only 
of the place of the manufacture or production, but of the name of 
the manufacturer or producer and the excellence of the thing manu 
factured or produced, which enables the owner to assert an exclusive 
right to such name as against everyone not doing business within 
the same geographical limits; and even as against them, if the name 
be used fraudulently for the purpose of misleading buyers as to the 
actual origin of the thing produced, or of palming off the produc 
tions of one person as those of another.” French Republic v. Sara- 
toga Vichy Co., 191 U. S. 427, 24 Sup. Ct. 145, 48 L. Ed. 247. 
Undoubtedly the complainant may not have acquired “such a monop 
oly in a geographical name as a trade-mark or trade-name as 
would entitle them to prevent others from using it under any cir- 
cumstances. But it is sufficient to entitle them to relief that they 
used the name lawfully to designate their product until it became 
known to the trade by that designation, that by doing so they ac 
quired a trade which was valuable to them, and that their business 
is being injured by acts of the defendants which create a dishonest 
competition.” Siegert v. Gandolfi, 149 Fed. 100, 102, 1038, 79 
C.C. A. 142, 144 (C. C. A. 2d). Cf. Anheuser-Busch Brewing As- 
sociation v. Fred Miller Brewing Co. (C. C.) 87 Fed. 864. 

The instances of the use by others of the term “Budweiser,” 
cited by the defendant, fail, even when liberally construed, to indi- 
cate an intention upon the part of the complainant to abandon its 
right to that name. “To establish the defense of abandonment it 
is necessary to show not only acts indicating a practical abandon 
ment. but an actual intent to abandon.” Sazrlehner v. Eisner & Men- 
delson Co., 179 U. S. 19, 31, 21 Sup. Ct. 7, 11 (45 L. Ed. 60). 
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The defendant did not, according to its president, begin to 
market its “Budweiser Malt Syrup” before July, 1920. The com- 
plainant filed its application for the registration of “Budweiser” as 
a trade-mark for malt syrup on August 12, 1920. It specifically 
objected to use of the term by the defendant as early as September. 
1920. There is no evidence of estoppel or laches of which the de- 
fendant may take advantage. 

The defendant maintains, however, that a trade-mark for malt 
or cereal liquor such as beer or near-beer does not extend to malt 
syrup, which cannot be sold in competition with, or be mistaken for, 
cereal beverage. But it is difficult to distinguish this case from Aunt 
Jemima Mills Co. v. Rigney, 247 Fed. 407, 409, 410, 159 C. C. A. 
461, 464 (L. R. A. 1918C, 1089) [8 T. M. Rep., 163], where the 
same point was made as to a trade-mark for pancake flour being 
applied to pancake syrup, and the Court of Appeals for this circuit 


said: 


“To use precisely the same mark, as the defendants have done, is, in 
our opinion, evidence of intention to make something out of it—either tu 
get the benefit of the complainant’s reputation or of its advertisement or to 
forestall the extension of its trade. There is no other conceivable reason 
why they should have appropriated this precise mark. The taking being 
wrongful, we think the defendants have no equity to protect them against 
an injunction, unless they get it from a consideration now to be examined. 

“It is said that even a technical trade-mark may be appropriated by 
any one in any market for goods not in competition with those of the prior 
user. This was the view of the court below in saying that no one wanting 
syrup could possibly be made to take flour. But we think that goods, 
though different, may be so related as to fall within the mischief which 
equity should prevent. Syrup and flour are both food products, and food 
products commonly used together. Obviously the public, or a large part 
of it, seeing this trade-mark on a syrup, would conclude that it was made 
by the complainant. Perhaps they might not do so, if it were used for flat- 
irons. In this way the complainant’s reputation is put in the hands of the 
defendants. It will enable them to get the benefit of the complainant's 
reputation and advertisement. These we think are property rights which 
should be protected in equity. We have held in Florence v. Dowd, 178 
Fed. 73, 101 C. C. A. 565, that a manufacturer of hair brushes under the 
trade-mark ‘Keepclean,’ who did not make toothbrushes, is entitled to be 
protected against the unfair competition of one who manufactures tooth- 
brushes under the trade-mark ‘Sta Kleen.’ So in Collins Co. v. Oliver 
Ames Co. (C. C.) 18 Fed. 561, a manufacturer of metal articles, which had 
never made shovels, was granted an injunction preventing the defendant 
from putting the complainant’s trade-mark on its shovels.” 
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The fundamental question in cases of trade-mark or unfair 
competition—and “in fact the common law of trade-marks is but a 
part of the broader law of unfair competition” (Hanover Milling 
Co. v. Metcalf, supra)—is whether the public is being misled and 
deceived, so that a defendant is in effect taking the advantage of 
the good-will and business reputation that a complainant has built 
up through service or advertising or in any manner regarded as 
lawful and proper. 

The defendant contends that beer is not a malt product and 
should not be so considered, but the ordinary man, in my judgment, 
would not, and the judge should not, make this distinction. Malt 
is known to be an ingredient of beer, and Budweiser malt syrup 
suggests at once to the unsophisticated a by-product of Anheuser- 
Busch. Even did the complainant not contemplate dealing in malt 
syrup, as it appears that it does, the public would none the less be 
inclined to believe that the syrup was its product, and it is not 
necessary for the complainant to prove that the product is actually 
inferior to protect itself from the misuse of its name and good-will. 
The large number of inquiries which came to the complainant fol- 
lowing the circularizing of the trade by the defendant indicated 
that those well informed in the trade thought that the complainant 
was being imposed upon and that they did not desire to participate 
in the imposition. 

Whether this decision and the law in this circuit are reconcilable 
with the decision of Judge Carpenter in the Northern district of 
Illinois, in the case of Pabst Brewing Co. v. Decatur Brewing Co., 
decided on rehearing May 11, 1921 (motion for second rehearing 
denied July 8, 1921),' where it was held that the trade-mark “Blue 
Ribbon” for beer did not prevent the use of a similar mark for malt 
syrup, it is not necessary for me now to decide. It might, however, 
well be contended that the term “Blue Ribbon” is not necessarily so 
distinctive as “Budweiser.” It should be noted, too, that Judge 
Carpenter was of opinion in that case that “the public would not 


1 Affirmed by the Circuit Court of Appeals, 284 Fed. 110 [13 T. M. 
Rep., 1]. 
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be confused on the facts in this record’; and that he was not con- | 
i 
cluded by the binding authority of the Aunt Jemima Case. 


I have had the opportunity of studying the able briefs in the 
Illinois case. That and my respect for Judge Carpenter’s views 
have caused me to hesitate in granted relief, especially before final 
hearing. But as the facts involved are matters of common know- 
ledge or of documentary evidence, as to which there can be little 
dispute, it seems to me that justice and the interest of all parties 
will better be served by the granting of the motion for a preliminary 


injunction as prayed for. 


Coca-Cota Co. v. Brown & ALLEN 
274 F. R. 481) 


United States District Court, Northern District, Georgia 


July 22, 1921 


OE  . 


Unram Comprririon—Vatve or Goop-Witt In Fixinc Jurispicrion. 

In an action to restrain an attack of good-will, the value of such 
good-will is to be considered in estimating the amount involved for 
the purpose of determining jurisdiction. 

Unrair Competrrrion—“Coca-Cora”—Deceprion or Purcuasers—Apvur- 
rERATION OF Syrup ResrRAINABLE AS Unrate Practice. 

The serving by defendant of complainants’ product ‘Coca-Cola”, 
by the use of a syrup largely diluted with water, but so colored and 
flavored as to pass for the regular beverage is a deception of the 
purchaser and should be enjoined. 

Trape-Marks anv TrRADE-NAMES AND Unratr Competirion—Uwnrair Trav 

Pracrice May Be EN sornep. 

Complainant, which makes and sells a well-known syrup for soda 
fountains, to be diluted with carbonated water and sold to the public 
as a drink, held entitled to an injunction to restrain defendants, who 
operate a soda fountain, from diluting complainant’s syrup and ad- 
ding other ingredients before placing it in their fountain, and drawing 
and selling the mixture as complainant’s drink. 


In equty. Action for unfair competition. On motion for pre 


liminary injunction. Granted. 


Candler, Thomson & Hirsch, of Atlanta, Ga., for complainant. 
Brewster, Howell § Heyman, of Atlanta, Ga., for defendant. 
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Sisvey, District Judge: The Coca-Cola Company is the manu- 
facturer of a syrup known as Coca-Cola, which it sells to soda 
founts to be diluted with carbonated water and sold as a drink to 
the public. To create a public demand it spends annually much 
money in advertising, and has a large and well-established patronage 
for its drink so sold. Brown & Allen, operating a soda fount, pur- 
chase Coca-Cola from the Coca-Cola Company and dispense it. An 
injunction pendente lite is now sought against an alleged unfair 
practice of Brown & Allen. 

1. Jurisdiction is contested because an insufficient amount is 
said to be involved. It may be that the damages recoverable from 
Brown & Allen are less than $3,000, or even that none are recover- 
able because incapable of estimation; but the wrong alleged affects 
the value of petitioner's good-will in business, which may be great- 
ly injured by a continuance of the practice attacked. The value of 
this good-will, which greatly exceeds $3,000, may be looked to in 
determinining the amount involved, and the jurisdiction is thereby 
sustained. Frontera Transp. Co. v. Abaunza, (C. C. A.) 271 Fed. 
199. 

2. The evidence authorizes a finding that while filling glasses 
for Coca-Cola, the defendants at their fount, in the presence of the 
customer, draw into the glass an amount of syrup resembling in con- 
sistency and color petitioner’s product, and then add the usual 
amount of carbonated water and such flavors as the customer may 
order. The syrup so drawn is Coca-Cola, to which water, sugar, 
and caramel have been added before putting it in the fount. The 
water of course, increases the amount of syrup and weakens it. 
The sugar, however, serves to restore its consistency and the caramel] 
its color; they being used for this purpose in making the original 
syrup. Analysis indicate that the adulteration results in making 
about two gallons out of one. Thus, if the usual amount of syrup 
is drawn for a customer, his drink really contains but one-half the 
peculiar constituents of Coca-Cola, and is somewhat altered, per- 
haps, in taste. 


It is contended that this is not only a fraud upon the public 
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but reflects itself also as one upon the petitioner, because the cus- 
tomer, in the language of the street, will conclude that “Coca-Cola 
is no good any more,” and its popularity will be destroyed. On the 
other hand, it is said that the syrup was sold to be diluted, and the 
time and manner of its dilution is immaterial, and that by treating 
it as they do defendants please their customers and act within their 
rights. 

No statute is involved. No contract restricting the manner of 
use or sale of the syrup is shown. No mark, of course, is upon 
the wares sold at the fount, and petitioner’s trade-mark is, there- 
fore, not involved. It is not an ordinary case of unfair competition, 
where one substitutes a spurious and imitative article and sells it as 
another’s product. Indeed, it is said there can be no competition 
between a wholesaler and a retailer (Regent Shoe Mfg. Co. v. 
Haaker, 75 Neb. 426, 106 N. W. 595, 4 L. R. A. [N. S.] 477), 
and in point of fact the defendants are using and selling the peti- 
tioner’s very product. But the genuine article has been altered by 
dilution and by disturbance of the proportions of its ingredients, 
and so sold. Counsel have found no authority respecting the right 
of a purchaser in bulk from the wholesaler to dilute or adulterate 
the article purchased and sell it as the product of the maker. 

Without doubt the retailer here, because of the nature of the busi- 
ness and the way in which the syrup is ordinarily used therein, may 
dilute Coca-Cola syrup in offering it for sale. It is never drunk 
otherwise than diluted. He may also sweeten it by adding sugar, 
if that is desired by his customer, or he may similarly add anything 
else the customer desires. He may even develop a peculiar and 
popular mixture, which may make his Coca-Colas known and sought 
as such. But can he, with no claim made to the public of a dis- 
tinctive mixture, and relying solely on the reputation of Coca-Cola 
as developed by its maker, deceptively dilute and cheapen it for 
the additional profit to be thus made? Such conduct is immediately 
a fraud on the purchasing public. It is also a fraud of which the 
maker may complain, because it tends to disrupt that connection 
between him and the purchasing public, built up at large expense 
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ind through a long time, which the law recognizes and protects as 
a good will, indirect and intangible though the connection be. 

There seems to be nothing in the way of defendants selling 
weak Coca-Colas, or sweet ones, if they will; but it ought to be 
openly done. The syrup drawn in the customer’s presence on his 
call for Coca-Cola ought to be the unadulterated article. That 
it is such is the fair intendment of the transaction. The customer 
understands the syrup drawn to be what he calls for. What is 
afterwards added by way of dilution or spiking he sees, and is not 
deceived by it. If defendants should put one-half quantity in the 
glass, instead of half strength, in serving Coca-Cola, it would be at 
once seen. The conclusion is inescapable that the dilution was 
made before the syrup was drawn and concealed as to consistency 
ind color by sugar and caramel, in order to deceive the purchaser 
as to its strength, and not in order to make weak or sweet Coca- 
Colas. Against the continuance of this practice petitioner is en- 
titled to protection. If it is not done to deceive, defendants can 
have no objection to stopping it. 

An injunction pendente lite will be ordered against drawing 
from the fount for mixture and sale as Coca-Cola on calls therefor 


any other than the unaltered and unadulterated syrup made by 
petitioner and known as Coca-Cola. 


LoweLit Lame & Co., Inc. v. Herskovits, ET AL 
(198 N. Y. Supp. 55) 


New York Supreme Court, Appellate Division 
February 9, 1923 


lrave-Marks—Ricur or Empioyee to a Sympor. 

Plaintiff, Lowell Lamb, who as an employee of defendant adopted 
and used for many years a distinctive trade-mark used in connection 
with the grading and sorting of furs had a right to its use, to designate 
the origin of the goods, or to attract business for the mutual benefit 
of himself or his employer; nor was his exclusive right therein, des- 

troyed by the fact that he used it in advertising defendants’ business. 
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Same—Same—Mark Depenpent oN Owners’ Personat SKILL Nor Ass:GN- 
ABLE IN BANKRUPTCY. 

Inasmuch as the mark in question was a symbol of plaintiffs per 
sonal skill it did not pass by an assignment in bankruptcy. 

Same—Same—Ricunt or Emprioyer to Use or Marx. 

In the case at issue where plaintiff company has Lowell Lamb as 
its president it had the right to take advantage of the assignment to it 
of the right to use and protect the trade-mark. 

Same—Uwnvarr Competirion—ALitow1nG Ornuers to Use EmsBiem Asso- 
CIATED wirtH Owwner’s Personat Skitt Deceprive ro Pusiic anp 
INsuRIous TO OWNER. 

Where an emblem is associated with the personal skill and know!- 
edge of its owner, to permit others to use the emblem would be decep 
tive to public and injurious to owner. 


Appeal from Supreme Court, New York County. 

From a judgment entered on a decision dismissing the com- 
plaint on the merits, and adjudging that defendant recover from 
plaintiff $110.05 costs, plaintiff appeals. Reversed, and judgment 
directed for plaintiff. 


Argued before Ciarke, P. J., and Dow1iine, Pace, Merre ce. 


and Fincu, JJ. 


Joseph Joffe, of New York City (Louis Joffe, of New York 
City, on the brief), for appellant. 
Harry J. Moskowitz, of New York City (Isidor E. Schlesinger, 


of New York City, of counsel), for respondents. 


incu, J.: Lowell Lamb adopted, and for many years has 
used, the walking animal sign in conjunction with the words, “We 
are going to Lowell Lamb to be assorted, where our value will b« 
appreciated.” This sign was used by Lowell Lamb while in busi- 
ness for himself individually, and also while doing business as. or 
connected with, the Trappers’ & Shippers’ Company. The same 
sign was also used when Lowell Lamb was in the employ of th: 
defendant Herskovits. On the reverse side of the sign was printed 
the address to which the furs were to be sent, which varied accord- 
ing to where Lowell Lamb was then located. Lowell Lamb claims 
particular ability in the grading and sorting of furs, and it is this 


personal quality that is associated with the sign or emblem, the us: 







— 
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of which is calculated to induce in the minds of trappers a belief that 
the furs, wherever sent in response to the advertisement, will be 
sorted and graded by Lowell Lamb. 

The Special Term held that Lowell Lamb’s exclusive right to 
the use of the emblem was destroyed by the fact that he had used 
it in advertising the defendants’ business. The record, however, 
does not sustain such a finding. At no time did the defendants’ 
name appear on the sign or emblem, except on the reverse side there 
of, as the address to which the furs were to be sent to be graded by 
Lowell Lamb. It is well settled that an employee may have a trade- 
mark or symbol of his own, and use the same while so employed, as 
designating the origin of the result of his work, or in attracting 
business for the mutual benefit of himself and his employer. 
Strasser v. Moonelis, 55 N. Y. Super. Ct. 197, affirmed 108 N. Y. 
611, 15 N. E. 730; Fisher v. Star Co., 231 N. Y. 414, 182 N. E. 
133, 19 A. L. R. 987 [8 T. M. Rep., 269|; IHetterman Bro. v. 
Powers, 102 Ky. 138, 43 S. W. 180, 39 L. R. A. 211, 80 Am. St. 
tep. 348. 

As shown above, the pecuniary value of the emblem is asso- 
ciated with the personal skill or knowledge of Lowell Lamb, and 
lence the right to use the emblem did not pass by the assignment 
in bankruptey in 1911. Cutter v. Gudebrod Bros. Co., 44 App. Div. 
605, 61 N. Y. Supp. 225, affirmed 168 N. Y. 512, 61 N. E. 887. 

lor the same reason, to permit the use of the emblem by the 
defendants would be calculated to deceive the public as well as 
injure the plaintiff. 

It appears that Lowell Lamb is the president and general man 
ager of the plaintiff; and while he is in its employ, the latter has the 
right to take advantage of the assignment to it of the right to use 
and protect this emblem. Wheeler Syndicate v. Star Co., (Sup.) 
160 N. Y. Supp. 693 [6 T. M. Rep., 425], affirmed 188 App. Div 
964, 176 N. Y. Supp. 925, affirmed 231 N. Y. 607, 132 N. E. 907; 
Cutter v. Gudebrod Bros. Co., supra. 

The judgment should be reversed, with costs, and judgment 
directed for the plaintiff, with costs. Settle order containing find 


ings of fact and conclusions of law upon notice. All concur. 
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YeLLow Cas CorPoRATION OF ROCHESTER V. KoRPECK 


AND FirreeN OtTuHer Cases 
(198 N. Y. Supp., 864) 
New York Supreme Court, Special Term, Monroe County 
¥ If; O29 ) 
February 26, 1923 


Trape-Marks AaNp TrapE-Names—Unrair Comperion—Restrainine Us: 
or Coror SCHEME ON ‘TAXIcans. 

Under section 877 of the Civil Practice Act, after the plaintit 
had adopted a characteristic color scheme and dress for its taxicabs 
and popularized the name “Yellow Cabs,” an injunction pendente lite 
will be granted, restraining defendants from thereafter adopting and 
operating cars and using and advertising names calculated to, and 
which did, deceive the public and divert trade from the plaintiff. 

Trape-Marks anp TrapE-NamMes—Uwnrair Competirion—Dominant Coicr 
or AssuMED NAME oF TAxICAB ABANDONED BY Disvuse. 

A predominate color or an assumed name for a taxicab may be 
abandoned by disuse, or by the formal adoption of another color 
scheme or name, intended to supplant the former name or color scheme. 

Trape-Marks AND TrapE-Names—Unrair Competirion—AssuMED NAME 

Avoptep To Decetve Pustic. 

A corporation cannot adopt an assumed name, and do business } 
thereunder, and thereby deceive the public, and thus divert trade 


from another, who had built up a business on the strength of such 
name. 


In equity. On motion for temporary injunction. Motion sus- 
tained. 


Sutherland § Dwyer, of Rochester, N. Y., for plaintiff. 

John J. McInerney, of Rochester, N. Y., for defendants Kor- 
peck, Dolitz, Schroth, McLaughlin, Ernst, Spencer and 
Boyling. 

Harlan W. Rippey, of Rochester, N. Y., for defendants Keefe. 
Chartoff, Van Schuyver, Lurz, Ward, Luey, and Hill. 

John F. Kinney, of Rochester, N. Y., for defendant Reigle. 


James 8S. Bryan, of Rochester, N. Y., for defendant Alexander. 1 
Ropenseck, J.: All of the defendants’ yellow cabs appeared 


upon the streets of the city after the plaintiff popularized the use 
of that style of cab. The defendants’ cabs complained of are all 
substantially of the same color scheme and dress as the plaintiff's 


yellow cabs. Cabs painted yellow, or striped yellow, or otherwis 
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having yellow in their make-up, may have appeared on the streets 
of the city many years ago, but none of them had the distinctive 
color scheme and dress of plaintiff's cabs. The complaint in this 
action is, not that yellow is used by the defendants on their cabs, 
but that it is used in such a combination with black as to constitute 
an imitation and simulation of plaintiff's cabs, after plaintiff had 
established a trade and good-will, based upon its distinctive color 
scheme and dress, which is entitled to protection. 

The color scheme and dress of the defendants’ yellow cabs is 
designed and calculated to deceive the public. If the methods prac- 
ticed by the defendants could be legally justified, the city could be 
overrun with similar yellow taxis under separate individual man- 
agement, and there would be no sufficient protection against in- 
competence, excessive rates, financial irresponsibility, and possible 
willful misconduct. The result of a multitude of similar colored 
cars under separate individual management is particularly hazardous 
in the case of women and children and unprotected patrons. If a 
prospective patron desires to employ one of plaintiff's yellow cabs, 
because of the financial responsibility of the company for accidents, 
assurance against overcharges, competency of the driver, or for any 
other reason, he is entitled to protection against being misled into 
taking a yellow cab masquerading as one of plaintiff's cabs. 

In addition to the public risks, defendants’ practices infringe 
upon the legal rights of the plaintiff, which has with large outlays 
and business acumen built up a profitable patronage and good-will, 
with the confidence of the public, of which the defendants seek to 
take an unfair and unlawful advantage by adopting names, such as 
“vellow,” similar to the name of plaintiff's cabs, and a color scheme 
and dress which is not distinguishable from plaintiff's by ordinary 
observation. 

The Checker Cab Brokerage Company, as a corporation, has 
no right to use any name but its own (11 Reports Atty. Gen. 
[1912], vol. 2, p. 109), and any use of the name “Yellow Taxicab 
Company,” or the yellow color scheme, was abandoned before the 
plaintiff came into the field. Prevost, who filed “Yellow Taxicab 


Co.,.” as an assumed name in 1916, has filed 11 assumed names since 
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then, including “Black & White Taxi Co.,” all of which he would 
have a monopoly of, if defendants’ contention in this case is sound. 
If the use of suitable names could be cornered in this way, so could 
color schemes and dress, by the use of a car or two for a day or 
two. The use of the name “Yellow Taxicab Co.,” and any use of 
cars with a body and cowl of a lemon yellow, or other color scheme 
and dress approximating that of plaintiff's, was abandoned by the 
adoption of other names and other color schemes. It is too late 
to urge a desultory and temporary use in 1916 or 1917 of yellow 
in the color of cabs, such as the facts in this case show, after the 
plaintiff in 1921 began the expenditure of its money and built up a 
successful business, with a distinctive trade-marked color scheme 
and dress for its cabs, which the defendants obviously seek to prey 
upon and take advantage of by subterfuge and deception. Symonds 
v. Greene, 28 Fed. 384 (1886). The fact that some of the defend- 
ants chose a name, and all of them a style of painting, similar to 
plaintiff's cabs, from the long list of names and the numerous styles 
available, and after plaintiff had popularized the color scheme and 
dress of its cabs, is its own commentary. If the defense of prior 
use is available to the defendants, it is also a weapon of attack to 
restrain the operation of plaintiff's cabs. The legal rights and 
greater equities are on the side of the plaintiff. 

This ruling does not create a monopoly in plaintiff. The field 
for honest competition in taxi service is open to the defendants. 
Let them adopt and use an available assumed name, that does not 
interfere with plaintiff's rights, and a color scheme and dress for 
their cars which does not give them the appearance of imitating, 
simulating, and impersonating plaintiff’s cabs, and they will be 
protected in any rights thus lawfully acquired as the plaintiff is now 
protected. 

The views herein expressed will protect the public, preserv« 
the rights of the plaintiff, and prepare the way for a consistent. 
systematic, and orderly policy in the use of the streets of the city by 
taxicabs, and is abundantly supported by decisions where similar 
questions have been raised. White Studio v. Dreyfoos, 221 N. Y. 
16. 116 N. E. 796 [7 T. M. Rep. 458]; Ball v. Broadway Bazaar, 


SAGE FOUNDATION HOMES CO. V. SAGE-FOREST HILLS, ET AL 207 


194 N. Y. 485, 87 N. E. 674; N. Y. Cab Coa. v. Mooney, 15 Abb. 
N. C. 152 (1884); Black & White Town Tavis, Inc. v. Minezeles, 
186 App. Div. 950, 173 N. Y. Supp. 901; Black §& White Town 
Taxis, Inc., v. Aronson, 184 App. Div. 894, 170 N. Y. Supp. 1069; 

} Taxi §& Yellow Taxi Operating Co. v. Martin, 91 N. J. Eq. 233, 
108 Atl. 763. The case of American Yellow Taxi Operators, Inc. 
v. Jack Diamond & Yale Tazi Corp., 202 App. Div. 490, 195 N. Y. 
Supp. 140 [12 T. M. Rep., 446], is readily distinguishable from 
the case at bar. 

The injunction, effective 10 days after service of an order in 
accordance herewith, covers the cabs of each defendant described 
in the complaints, and the use of the color scheme and dress on 
plaintiff's cabs, and any color scheme and dress approximating it, 
which would be calculated to mislead the public, and the use of the 
name “Yellow Cab Corporation,’ “Yellow Cab Company,” “Yellow 
Taxicab Company,” and any other similar name not authorized by 

} law. 


So ordered. 


Sace Founpation Homes Co. v. SaGe-Foresr Hitts Associates, 


INc., ET AL. 
(197 N. Y. Supp., 877) 
New York Supreme Court, Queens County 


December, 1922 


Unrair Comperirion—Use or Same Name ComMponentr AND SimiLar Ap- 
VERTISING IN CompETING Bustness—“Sace” as Parr or Corporate 
NaME—INJUNCTION. 

Where plaintiff corporation engaged for several years in develop- 
ing real estate under the name of Sage Foundation Homes Company, 
it is entitled to be protected against the use by the defendant corporation 
organized later, of the name “Sage,” and of advertising similar to that 
used by the plaintiff, inasmuch as such use would lead the public to 
believe that the defendant company was associated with plaintiff, and 
an injunction will issue accordingly. 


In equity. Suit for unfair competition. Injunction granted. 
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Williams § Rathgeber, of Long Island City (Paul Bonynge, of 
New York City, of counsel), for plaintiff. 
Walsh & Hennessy, of New York City, for defendants. 


Van Sicien, J.: Plaintiff is a domestic corporation organized 
in August, 1909, for the purpose of developing a large tract of land 
which has come to be widely and favorably known as Forest Hills 
Gardens. The work of the plaintiff was financed chiefly by capital 
furnished by the Sage Foundation, and the stock of the corporation 
was held or controlled by the trustees of the Foundation. The stock 
and rights of the plaintiff were sold recently to John W. Demorest 
and certain associates. The result of the work carried on by the 
plaintiff is a highly developed and somewhat unique settlement. 

Before the transfer of the stock of the plaintiff, Demorest and 
the individual defendants were employed by the plaintiff; the latter 
chiefly in the work of selling and disposing of the buildings and 
homes erected by the plaintiff. When the change was made, the 
individual defendants became disassociated with the plaintiff, and 
they organized a business corporation, which they called “Sage- 
Forest Hills Associates, Inc.”” The capital stock is $2,000 and the 
defendants claim that their business is chiefly a real estate brokerage 
business. They have established an office in close proximity to that 
of the plaintiff, and their advertisements closely simulate those 
used and adopted by the plaintiff for the past 10 years. 

The plaintiff claims that the defendants purpose to make the 
public believe, by the use of the word “Sage” in their corporate 
name and the manner in which they conduct their business, that in 
some way or other they are also connected with the property, devel- 
opment, and settlement in question, as erected by the plaintiff 
through its relation with the Sage Foundation. The defense rests 
chiefly on the contention of the defendants (1) that they do not 
pretend to be developers such as the plaintiff has been; and (2) 
that by reason of the recent transfer of the ownership of the stock 
of the plaintiff the latter has no more right to make the public be- 
lieve by the use of the word “Sage” in the name that it is any way 
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related and associated with the Sage Foundation than the defen- 
dants. 

The answer to the first contention is that, while at present the 
defendants appear to be doing only a real estate brokerage business 
and their capital does not warrant the carrying on of a land develop- 
ment business, yet the purpose of the defendant corporation, as set 
forth in their certificate of incorporation, is substantially the same 
as that of the plaintiff. 

The answer to the second contention is that, whatever may 
be the present personnel of the plaintiff, it is still the same corporate 
entity that it always was; that it has every legal right to use its cor- 
porate name, containing the word “Sage,” and it purposes to con- 
tinue as before upon the work as heretofore commenced and carried 
on. The defendants offer no explanation for the use of the word 
“Sage,” and admittedly no one of that name or in any way related 
to the Sage Foundation is identified with the defendant corporation, 
so that the only real question in this case is whether or not the de- 
fendants, by this name and method of business, are calculated to or 
might mislead the public into thinking that they were in some way 
connected or associated with the plaintiff or its personal backers. 
It seems to this court that the defendants are so conducting this 
business, and that they have used the name of “Sage’’ in their 
corporate name for that purpose. A comparison of the defendants’ 
advertisements and the contents of their certificate of incorporation 
with those of the plaintiff show that they are so similar that they 
necessarily would lead the average person to believe that they, too, 
are related to the whole project in mind the same way as the 
plaintiff. 

The defendants seek to justify their position by endeavoring to 
show that they only intend to sell property and that they have a 
right to do. But when they adopt a name and conduct their busi- 
ness in such a way as to make it appear that they henceforth are to 
be the selling side of what formerly constituted the dual organiza 
tion of the plaintiff, and that the plaintiff corporation, as now 
constituted, is merely going to continue the development side there- 


of, then the plaintiff has a just cause for complaint, for which this 
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court should grant relief. Such a course of conduct, if allowed to 
continue, would be unfair in the legal sense, both to the plaintiff 
and to the public, and may be enjoined. Fisher v. Star Co., 231 
N. Y. 414, 182 N. E. 133, 19 A. L. R. 987 [7 T. M. Rep., 466] 
Salvation Army in the United States v. American Salvation Army, 
205 N. Y. 619, 98 N. E. 1115; Material Men’s Ass’n v. New York 
Material Men’s Mercantile Ass’n. Inc., 169 App. Div. 843, 849. 155 
N. Y. Supp. 706 [6 T. M. Rep., 46]. 


Lurz v. Western Iron & Merat Co., ET AL. 
(213 Pac. Rep. 962) 


Supreme Court of California 
March 7, 1923 


Trape-Names AND Unrair CompetirioN—PLeapIne. 

A pleader is not required to describe in extenso by a superfluity 
of words a result that must inevitably follow if the premises of a stated 
proposition be acceded to. 

Trape-NamMes AND Unrairn Comretition—Use or Same NAME IN Comer? 

ING Busitness—INJUNCTION. 

Where respondent was first to use and identify with its business 
the name “Western Iron & Metal Co.,” appellants, who entered the 
field later, were properly restrained from using the same name in 
competing business, as the public would thereby be misled as to the 
former’s identity. 

In equity. From an order overruling a demurrer to the com- 
plaint and continuing in force a temporary restraining order against 


the use of plaintiff's firm name, defendants appeal. Affirmed. 


Joseph L. Lewinson, of San Francisco, Cal., and William A. 
Barnhill, of Los Angeles, Cal., for appellants. 

R. F. Church and Timon E. Owens, both of Los Angeles. Cal.., 
for respondent. 


SeaweE LL, J.: This is an action by respondent, doing business 
under the fictitious name of Western Iron & Metal Company. for 
an injunction against the Western Iron & Metal Company, a corpo- 
ration, and Albert K. Lucas, Lester W. Roth, and David H. Miller. 
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organizers and, as shown by the answer, officers of said corporation, 


praying that the latter be enjoined from using the name Western 


[ron & Metal Company and from conducting business thereunder 


in the city of Los Angeles and elsewhere, and from using said 


name in any manner whatsoever, and for general relief and costs. 


No special damages are pleaded or claimed. 


the ground of unfair dealing on the part of defendants. 


Relief is sought on 


A temporary restraining order was granted upon the verified 


complaint without notice, respondent being required to file a bond 


in the sum of $1,000. 


After hearing on the order to show cause 


the trial court made an order continuing in effect the restraining or- 


der to abide a decision of the cause on its merits. 


The action of 


the court in this respect was equivalent to the granting of a tempo- 


rary injunction. 


The complaint sets out the acts complained of with considerable 


elaboration. 


to the complaint, which were overruled by the court. 


Demurrers, both general and special, were interposed 


answer was filed by appellants. 


A verified 


This appeal is taken from the order overruling said demurrers 


ind continuing said restraining order in force as aforesaid. 


The only ground of demurrer which we are required to pass 


upon at this time is whether or not a cause of action is stated by 


the complaint. 


serious doubt. 


complaint in full. 


ness are: 


That a cause of action is stated we entertain no 
It is not necessary to set out the allegations of the 


The portions descriptive of respondent's busi 


“That on the Ist day of October, 1915, he commenced business in said 
city of Los Angeles, and ever since said time has been and is still engaged 
in conducting in said city an extensive and profitable wholesale and retail 
iron metal, and machinery business, both new and secondhand, and a gen 
eral iron and scrap iron business; that in said business respondent buys 
and sells all kinds of machinery and supplies and acts as agent in buying 
and selling all kinds of machinery and necessary supplies therefor both 
manufactured and unmanufactured; that he is also engaged in the business 


of buying and selling new 


and secondhand engines, boilers, machinery, 


grading equipment, tools, machine shops, and electrical supplies and appli- 
ances, foundry and factory supplies, and hardware of all kinds in all parts 
of the state of California, and several of the principal cities of the United 
States west of the Rocky Mountains; that by reason of the competent and 


efficient manner in which respondent has ever since October, 1915, and does 
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now conduct said business, and by reason of advertising said business 
under said fictitious firm name of Western Iron & Metal Company, res- 
pondent has acquired and now commands an extensive patronage in the 
city of Los Angeles and throughout the state of California, and that he 
has acquired under said name and now enjoys a good-will therein of great 
value.” 

The usual allegations of damage and injury that would accru 
to respondent if appellant, a competitor, be permitted to do busi- 
ness under the same name heretofore adopted by respondent and 
to advertise said business under said name, follow. 

It is admitted that appellant, said Western Iron & Metal Com- 
pany, was duly incorporated on January 7, 1922, with its principal 
place of business at the city of Los Angeles; that thereupon David 
H. Miller was elected president, Lester W. Roth, vice-president. 
and Albert K. Lucas, secretary and treasurer of said corporation. 
Said defendant corporation had not at the time of filing its answer 
been granted permission by the state corporation commissioner to 
issue or sell any of its capital stock upon its application made 
January 18, 1922. Appellant corporation denied that it is about 
to engage in an extensive campaign of advertising its said business 
under the name of the Western Iron & Metal Company, but does 
admit that it intends to advertise its name and its said business in 
the manner usually employed by persons conducting a business of a 
similar character. 

Before bringing the action respondent filed with the county clerk 
of Los Angeles county a certificate setting out the name in full of 
his business, the place of business, and gave due notice of publica- 
tion of said certificate as required of every person transacting busi- 
ness in this state under a fictitious name by the provisions of section 
2466, Civil Code. 

On the 16th day of January, 1922, before appellants made ap- 
plication to the corporation commissioner to issue or sell any stock. 
they were notified by respondent that, by reason of the latter having 
conducted the business heretofore described for a great many years 
prior to said day last above named under the name of Western Iron 
& Metal Company, he had acquired the right to use the same, and 


demanded that appellants and each of them refrain from using said 
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name, but appellants have at all times refused to refrain from using 
said name. 

As an answer to the earnest objection made by appellants that 
the complaint is lacking in necessary and substantial averments, and 
that no allegations of ultimate facts are set out, but conclusions of 
law merely are pleaded, we deem it sufficient to quote therefrom. 


[t alleges: 


“That appellants organized said corporation and adopted said name 
therefor with the intent and for the purpose of defrauding plaintiff and 
appropriating for their own use and benefit the good-will of plaintiff's 
customers and the public in general into the belief that the business of 
plaintiff conducted at said city of Los Angeles would be and was being 
conducted by defendants. Plaintiff is informed and believes, and on that 
ground alleges, that defendants are about to commence and to continue, 
unless restrained by this court, an extensive campaign of advertising their 
said business under said name of Western Iron & Metal Company, and 
that, if said defendants so advertise their said business, they will actually 
mislead many customers of the plaintiff both actual and prospective to 
patronize said defendant Western Iron & Metal Company in the belief 
that the said persons were and are patronizing the plaintiff. 

“That, if the defendants herein and each and all of them are permitted 
to carry on business under the corporate name of Western Iron & Metal 
Company at said city of Los Angeles, or elsewhere, the prospective cus- 
tomers of plaintiff and the public in general will, at all times be deceived, 
misled, and defrauded into believing that the business so conducted by de- 
fendants is the businss of plaintiff, all of which is and will be to the injury 
and damage of plaintiff and to the public in general. 

“That, unless restrained from so doing by the court, the defendants 
will continue and proceed to carry on their said business under the said 
name of Western Iron & Metal Company, a corporation, for and with the 
express purpose of deceiving plaintiff's customers and the public in general 
into the belief that plaintiff's business is defendant’s business; that the 
name adopted by said defendants was at all times, and is now, calculated 
and intended to deceive customers of plaintiff herein, together with the 
public in general; that each and all of the acts of said defendants so made 
with the intention and purpose of defrauding and deceiving and influencing 
the business and injuring plaintiff have created and will continue to create 
much confusion in plaintiff’s said business; that plaintiff gave to his said 
business the fictitious firm name of Western Iron & Metal Company, and 
for more than five years last past has conducted said business under said 

name; that plaintiff has no plain, speedy, and adequate remedy at law, and 
that actions at law will not afford plaintiff plain, speedy, and adequate 
remedy for said continuing unlawful acts of said defendants, and that 
the remedy hereby sought is necessary to prevent a multiplicity of judi- 
cial proceedings; that plaintiff has had for many years the prior and ex- 
clusive right to the said name of Western Iron & Metal Company, for 
which reason the said defendants herein and none of them have any right 
to use said name Western Iron & Metal Company.” 
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It is true that conclusions of law, strictly speaking, are to be 
found within the quoted portions of the complaint, but nevertheless 
sufficient allegations of fact appear to save the complaint from total 
demolition because of a few apparent infirmities. From the na- 
ture of the situation the injury or damage that will accrue to res- 
pondent if appellants are permitted to do the threatened acts in 


the name attempted to be appropriated is plain. A pleader is not 


required to describe in extenso by a superfluity of words a result that 


must inevitably follow, provided the premises of a stated proposition 
be acceded to. Can there be any doubt as to the natural and logical 
effect the competition described in the complaint would have on 
respondent’s business? Our attention has been called to the fact 
that the allegations of the complaint before us follow very closely. 
and confessedly were patterned after, the allegations of the com 
plaint in Mills v. Conservatory of Music, 47 Cal. App. 300, 191 
Pac. 546. We regard them as sufficient. 

Appellants contend quite vigorously that, where a verified com- 
plaint is the basis for injunctive relief, the facts stated therein must 
stand the test to which oral testimony would be subjected; and, 
further, where all the material allegations of the complaint are 
denied, and there are no affidavits supporting the complaint or other 
proof, the injunction should be dissolved. As an answer to the first 
statement of the rule it will be observed that all of the material 
allegations of the complaint except one are positive and direct, while 
several of the denials made of important allegations are on informa- 
tion and belief. The exception to the allegation in the complaint 
above mentioned is in respect to the allegation that appellants intend 
to advertise their competitive business under the same name that 
respondent is conducting and has heretofore conducted his business. 
Appellants admit that they actually intend to do the act alleged 
on information and belief, denying only that the advertising was to 
be as extensive as alleged. The admission, which is an important 
one, supplies the failure to plead in positive terms. There are 
suttcient indisputable facts alleged in the complaint to have justified 
the court in the exercise of its discretion in continuing in force its 


order. 
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It is not in every case that a temporary injunction will be dis- 
solved or refused for a failure of a plaintiff to meet a verified answer 
specifically denying every material allegation of the complaint. 


or 


here may be,” said this court in Kendall v. Foulks, 180 Cal. 171. 
179 Pac. 886, “peculiar circumstances in a case [and which we think exist 
in the instant case] justifying a temporary injunction even in the face of 
the absolute denials of the answer.” 

We think the case before us is a proper one for the granting 
of injunctive relief. If appears from positive averments that res- 
pondent was first in time in business and first in the selection of a 
combination of words as a designation of a business which he had 
established and conducted some six or seven years before appellants 
entered the field, and which business was extensive, and to the de- 
velopment of which respondent had expended much time and de- 
voted energy and doubtless some skill. The complaint upon its 
face brings the instant case within the exception stated in Kendall v. 
Foulks, supra. We think the case last above cited fully disposes 
of appellants’ contention that the court should have dissolved the 
temporary restraining order. It is there said: 

“It is a rule so universally followed and so often stated as to need 
only to be referred to that the granting, denying, dissolving, or refusing 
to dissolve a preliminary or temporary injunction rests in the sound dis- 
cretion of the trial court upon a consideration of all the particular circum- 
stances of each individual case. White v. Nunan, 60 Cal. 406; Marks v. 
Weinstock, Lubin & Co., 121 Cal. 53, 53 Pac. 362; Piper v. Hawley, 179 
Cal. 10, 175 Pac. 417; 22 Cyc. 746. * * * ‘The granting or denial of a 
preliminary injunction does not amount to an adjudication of the ultimate 
rights in controversy. It merely determines that the court, balancing the 
respective equities of the parties, concludes that, pending a trial on the 
merits, the defendant should or that he should not be restrained from 
exercising the rights claimed by him.’ ” 

We cannot say that the court here abused its discretion in 
granting the temporary injunction. 

The case of the respondent does not depend upon an exclusive 
right to the use of a trade-mark, or, indeed, a trade-name, alto- 
gether, but rests upon the broad equitable ground that the methods 
employed by appellants fall under the ban and are denounced as 


unfair competition in commercial dealings. Unquestionably the 


public would be misled, deceived, and confused as to respondent's 
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identity, and he would be placed at a greater business disadvantage 
than he could possibly otherwise be placed if the competition was 
conducted along the lines of ordinary legitimate business competi- 
tion. 


A discussion of the facts of this case is not to be confused with 
the principle announced in the line of cases which discuss the ex- 
clusive right to the use of trade-marks. The principle of law here 


invoked is entirely separable from the principles controlling trade 


mark cases, the intermixing of which has sometimes confused the 
issue. 

Upon a full consideration of the case as presented we are of the 
opinion that the temporary injunction against a continuance of the 
existing and threatened acts was properly granted. 

There is no misjoinder of parties defendant. It is admitted 
that the individual defendants named in the caption of the complaint 
are officers of the corporation. 

The temporary injunction is broader that it should have been 
made, but doubtless there will be no attempt to enforce it without 
the limits of the state. 

The orders appealed from are affirmed. 

We concur: Wixsvur, C. J.; Kerrigan, J.; Lawror, J.; Len- 
Non, J.; Myers, J.; Waste, J. 


MarsH Capron Manuracturine Co. (Equipment Corporation 
oF AMERICA, SUBSTITUTED FOR APPLICANT) V. Bates 
Macuine & Tractor Company 


Court of Appeals of the District of Columbia 
May 7, 1923 


Trape-Marks—Opposition—“StTeeL Mute” ann “Srop Mure”—Crawter 
Tractors AND Wueer Tractors Goons or THE SAME Descriptive 
Prorerties—A pPEAL—AFFIRMAL. 

Where the opposer had registered a trade-mark consisting of the 
words “Steel Mule” used on tractors of the “crawler” type, applicant 
should not be permitted to register the words “The Shop Mule” for 
tractors of the wheel type, inasmuch as the marks are deceptively 
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similar and the goods are of similar descriptive properties; and, more- 
over, opposer may legitimately extend his business so as to include 
light wheel tractors. 


Appeal from the decision of the Commissioner of Patents in 
a trade-mark opposition. Affirmed. 


Milans & Milans, of Washington, D. C., and A. Miller Belfied, 
of Chicago, IIl., for appellant. 


Banning & Banning, of Chicago, Ill., for appellee. 


Before Smytu, Chief Justice, and Ross and Van Onrspe-, 
Associate Justices. 


Van Orspex, A. J.: This is a trade-mark opposition brought 
under Section 6 of the Trade-Mark Act of February 20, 1905. 
It involves the right of appellant to register the words “The Shop 
Mule” as a trade-mark for tractors. 

From the decision of the Commissioner of Patents sustaining 
the opposition, this appeal was taken. 

It appears that appellee, opposer, had continuously used, 
since long prior to any date claimed by applicant, the words “Steel 
Mule” as a trade-mark for tractors. Prior use by opposer is con- 
ceded by the applicant, but it is contended that the goods have not 
the same descriptive properties. Opposer’s tractor is of the crawl- 
er type, used principally in agricultural work, while that of appli- 
cant is of the wheel type, and is used on hard surfaces in and 
about manufacturing plants and railroad depots. 

It appears, however, that while opposer specializes in trac- 
tors of the crawler type, they are not used exclusively in agricul- 
tural work but about excavating work and on the roads. It further 
appears that they are frequently mounted on wheels, and that op- 
poser manufactures steel tractors for use on soft surfaces. 


We agree with the Commissioner that the marks are decep- 


tively similar, and that the goods have the same descriptive prop- 


erties. It follows that inasmuch as opposer may legitimately 


extend his business to the manufacture of light wheel tractors, on 
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which he would be entitled to use his mark, there is no theory 
upon which the contentions of applicant can be sustained. 


The decision of the Commissioner is afirmed. 


Waves & Co. v. Rapen Broruers 
Court of Appeals of the District of Columbia 
May 7, 1923 


Trape-M arks—INTERFERENCE—“RrGAL” For SNAP Fasreners—Apprear 
AFFIRMAL. 

Where it appears that appellant company, registered owner of the 
mark “Regal” for snap fasteners, first obtained knowledge of the 
mark from a business transaction with appellees, who were first to 
use it, appellant could not lawfully appropriate the knowledge thus 
obtained to defeat the property rights appellees had acquired in the 
mark, 


Appeal from a decision of the Commissioner of Patents in a 


trade-mark interference. Affirmed. 


Richard & Geier, of New York City, for apellees. 
Briesen & Schrenk, of New York City, for appellant. 


Before Smytu, Chief Justice, and Ross and Van OrspeL, 


Associate Justices. 


Van Orspev, A. J.: This appeal is from the decision of the 
Commissioner of Patents in a trade-mark interference, awarding 
priority to appellee, Raden Brothers, a New York firm. 


The mark in issue consists of the word “Regal,” used as a 


trade-mark on cards to which are attached snap buttons used for 


garment fasteners. Appellant, Waldes & Co., a firm doing busi- 
ness in Bohemia, Austria, filed an application for the mark No- 
vember 4, 1913, on which registration was granted July 14, 1914. 
Appellee filed its application October 22, 1920. 
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Appellant company relied upon its filing date and took no 
testimony. Appellee submitted proof which established the use of 
the mark in connection with snap fasteners, buttons, ete. long 
prior to appellant’s filing date. It appears from the testimony on 
behalf of appellee that an order was given appellant company for 
snap fasteners in 1909 and 1910, upon the condition that appellant 
company would place upon the cards, to which the fasteners were 
to be attached, appellee’s trade-mark “Regal.’’ The testimony 
also shows that an order was placed with a Mr. Prym of Stolberg, 
Germany, prior to the order given Waldes & Co., and that both 


orders were filled with snap fasteners mounted on cards containing 


the mark “Regal.” It, therefore, appears that appellant company 


possessed knowledge of appellee’s use of the mark prior to its filing 
date, the earliest date claimed by it in this case. Appellant com- 
pany could not lawfully appropriate the knowledge thus obtained 
to defeat the property right appellee company had acquired in the 
mark, 

In this state of the testimony we find no reason to disturb 
the decision reached in the Patent Office. 


The decision of the Commissioner is affirmed. 


Epwarp G. Broperick v. L. Mircuetyt & Co. 


Court of Appeals of the District of Columbia 
May 7, 1925 


Prane-Marks—Opposition—“Wuitre Magcic” anno “Macic Marver” 
CLEANSING ComMpouNnD—CownrvusiING SiMiILariry— AFFIRMAL. 
The mark “White Magic” is deceptively similar to the mark “Ma- 
gic Marvel,” both used on a cleansing compound, and the Commis 
sioner’s decision denying registration to the former mark is affirmed. 
Same—Same—Same—Wuo May Oppose. 
Anyone may oppose the registration of a mark by another who 
believes that he would be damaged thereby; and it is not necessary that 
he should have a registered mark or one that is registrable. 


FOR 


Appeal from the decision of the Commissioner of Patents in a 
trade-mark opposition. Affirmed. 





220 THIRTEEN TRADE-MARK REPORTER 


Synnestvedt § Lechner, of Philadelphia, Pa., for applicant. 
Brown, Boettcher §& Dienner, of Chicago, Ill., for opposer. 


Before Smytu, Chief Justice, and Ross and Van Onrspe-, 
Associate Justices. 


Smytu, Chief Justice: The Commissioner of Patents sus- 
tained the opposition of L. Mitchell & Co. to Broderick’s applica- 
tion for registration of the trade-mark ‘““White Magic.” Mitchell & 
Co. uses the mark “Magic Marvel.” Both parties are engaged in 
selling a cleansing compound. It is manifest, therefore, that the 
goods to which they apply their respective marks have the same 
descriptive properties. Mitchell & Co. adopted its mark sometime 
in 1915, while Broderick can not claim a date prior to 1919. If, 
therefore, the marks are deceptively similar, Mitchell & Co. are 
entitled to prevail. 

We believe the marks are deceptively similar. Arguable dif- 
ferences may be easily pointed out, but this is not enough. Waltke 
§ Co. v. Schafer §& Co., 49 App. D. C. 254, 263 Fed. 650 [10 T. M. 
Rep. 246]. The word “Magic” gives character to each. In the 
trade the goods of both parties, if the two marks were used, would 
soon be known as the Magic Compound or Cleaner. This would 
lead to the very confusion which the statute aims to prevent. 

Section 6 of the Trade-Mark Act as construed by this court 
in Arkell Safety Bag Company v. Safepack Mills (see p. 225 post), 
decided at this sitting, gives the right to anyone who believes that 
the mark of an applicant would damage him the right to oppose its 
registration. In order that he may maintain his opposition it is not 
necessary that he should have a registered mark, or one that is 
registerable. Atlas Underwear Co. v. B. V. D. Co., 48 App. D. C. 
425 [9 T. M. Rep. 222], McIlhenny Co. v. Trappey, 51 App. 
D. C. 216, 277 Fed. 615 [12 T. M. Rep. 20]. If the mark of 
the applicant is so nearly like his as to be likely to lead intending 


purchasers to believe that the goods of the applicant were put out 


by the opposer, and to buy them on that assumption, thereby dam- 
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aging the latter, the statute affords him a right to object to the 
applicant’s mark being registered. It may be that the opposer is 
not entitled to the exclusive use of his mark. None the less he has 
the right to resist the applicant’s attempt to appropriate to himself 
its exclusive use where, as here, the use of the two marks would 
probably deceive. 

The Commissioner did not err in denying registration to the 
applicant’s mark, and hence we affirm his decision. 


Tue Unitrep E.tectric Company v. Danie. B. REPLOGLE 


Court of Appeals of the District of Columbia 
May 7, 1923 


Trapve-Marks—Opposition—“Rep Bann” ann “Rep RinG” For 

CLEANERS—CONFUSING SIMILARITY—AFFIRMAL. 

Two trade-marks, the one consisting of the words “A Red Band” 
and the device of a red band, and the other of the words “Red Ring” 
and the device of a red ring, both applied to vacuum cleaners, so 
closely resemble each other that a purchaser wishing to buy a “Red 
Ring” cleaner would ordinarily accept a “Red Band” cleaner sub- 


stitute; and the Commissioner’s decision sustaining the opposition is 
affirmed. 


Vacuum 


Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Affirmed. 


Before Smytu, Chief Justice, and Ross and Van Orspet. 
Associate Justices. 


Smytu, Chief Justice. The United Electric Company made 
application for the registration of a trade-mark entitled “A Red 


Band,” applied to vacuum cleaners, as shown in the following 
drawing.’ 


‘Band at base of cleaner shown in red. 
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It showed that it had used the mark continuously in_ its 


business since 1918. Replogle opposed the registration on the ground 


that he owned a registered trade-mark which he had applied contin 
uously to vacuum cleaners since its registration in 1912. The cer 
tificate of registration describes the mark as “a red ring and the 


words ‘Red Ring’ ”’, which is illustrated as follows:! 


No testimony was taken by either party, and the matter was 
submitted on the single proposition by the applicant that the marks, 
although applied to goods of the same descriptive properties, were 
so dissimilar that there was no likelihood that, if used, they would 
produce confusion in the minds of persons desiring to purchase 
vacuum cleaners. The applicant confines the use of its ring or 
band to the base of the motor, and counsel claims that this dis 
tinguishes it from the mark of the opposer. But we do not think 
the position in which applicant places its mark is determinative. 


As said by the Examiner of Interferences. Replogle by virtue of 


* Ring shown in red. 
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his registration “is entitled to assert ownership of the words ‘Red 


Ring’ and the representation of a red ring as applied to vacuum 


cleaners. The colored band applied to applicant’s goods might 
aptly be described as a ‘red ring,’ and it is believed that a pur- 
chaser, who had been advised to buy a ‘Red Ring’ cleaner, or had 
seen a reference to a ‘Red Ring’ cleaner would ordinarily accept 
applicant’s product bearing the red band or ring as answering the 
description of ‘Red Ring.’ ’ 

Replogle caused his mark to be registered in 1912. This was 
known, or should have been, to the applicant when it adopted its 
mark six years later. The field from which applicant could have 
drawn a mark was practically unlimited. No just reason, there- 
fore, is perceived for adopting one so closely resembling that of 
its business rival. If there was any doubt in our minds about the 
matter, but there is none, we would resolve it in favor of the first 
comer, Replogle. Waltke v. Schafer, 49 App. D. C. 254 [10 
T. M. Rep., 246], Aunt Jemima Mill Co. v. Blair Milling Co., 270 
Fed. 1021, [11 T. M. Rep., 104]. 

The commissioner was undoubtedly right in sustaining the 


opposition, and therefore we affirm his decision. 


MaARSHALLTOWN LABORATORIES V. Brapy aNp Haskins & WELTON 
Court of Appeals of the District of Columbia 
May 7, 1923 


Trape-MarkK—INTERFERENCE—“CELLOSILK” FOR SwurGicar Dresstnc—Ap- 

PEAL—AFFIRMAL. 

Where appellees showed title to the trade-mark “Cellosilk,” de- 
rived from its originator and first user, and maintained by continuous 
use, they are entitled to registration. 

Same—SamMe—Same—Conveyance or Goop-Witt Inciupes Trape-Mark. 

The expression “good-will” in a bill of sale conveying a business 
having trade-mark rights, in the absence of qualifications, carries with 
it the right of the purchaser to use the mark in the business. 


Appeal from a decision of the Commissioner of Patents in a 


trade-mark interference. Affirmed. 
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Before Smytu, Chief Justice, and Ross anno Van OnrspDeEL, 
Associate Justices. 


Van Orspet, Associate Justice: This appeal is from the de- 
cision of the Commissioner of Patents in a trade-mark interference, 
adjudging appellees to be the owner of the trade-mark “Cellosilk’”’ 
for surgical dressings, and entitled to registration thereof. 

The mark was originated and used in 1917 by George W. 
Brady & Co., a partnership consisting of George W. Brady and 
W. W. Merritt, Jr. The business was carried on at Chicago, Illinois, 
until July 1918, when one Cooper, of Marshalltown, Iowa, opened 
negotiations for the purchase of Brady’s interest in the Company. 
While these negotiations were pending, on July 13, 1918, Brady 
and Merritt dissolved partnership. No provision, however, was 
made for the disposal of the partnership assets. 

The negotiations with Cooper failed. Merritt in the fall of 
1918 went to Marshalltown, Iowa, Brady remained in Chicago and 
carried on the cellosilk business under the original firm name. Sub- 
sequently, in June 1919, Brady purchased the interest of Merritt, 
the bill of sale including the good-will of the business. Brady con- 
tinued to carry on the business until February 1920, when he sold 
the cellosilk business including the trade-mark to Haskins and Wel- 
ton, who continued to use the mark. In August 1918, Merritt, 
Cooper and others, formed a partnership at Marshalltown, Iowa, 
and made and sold cellosilk under the name of Marshalltown Labo- 
ratories. Merritt subsequently sold out his interest in the concern, 
which was later sold in its entirety to appellant company. It was 
almost a year after Brady organized appellee company before ap- 
pellant company applied for registration. 

The continuance of the business by Brady after the dissolu- 
tion of the partnership between Brady and Merritt, and the con- 
tinued use of the mark while Merritt was in Marshalltown, Iowa, 
establishing a competing business, together with the bill of sale 
conveying the good-will of the business to appellees, clearly es- 


tablishes the superior right of appellees to the use of the mark. 
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We think that the transactions between Brady and Merritt were 
such as to imply an absolute conveyance of the interest of Merritt 
in the whole business, including the trade-mark, to Brady and his 
successors in interest. The expression “good-will” in a bill of sale, 
conveying a business having trade-mark rights, in the absence of 
qualifications, will carry with it the right to the purchaser to use 
the mark in the further conduct of the business. 


The decision of the Commissioner awarding registration to 
appellees is affirmed. 


ARKELL Sarety Bac Company v. SaFepackK MILLS 
Court of Appeals of the District of Columbia 
May 7, 1923 


['rapE-Marxks—Opposirion—‘ARKSAFE” AND “SAFEPACK” FOR WRAPPING 

Paper—Nortr Deceptivery Srainar—Test or SIMILARITY. 

Whether two marks are so similar as to cause confusion is better 
determined by the judgment of the eye and of the ear than by the 
testimony of experts; viewed by which test there is no confusing sim- 
ilarity between “Arksafe” and “Safepack”, both used on wrapping 
paper. 

Same—Same—Same—Apsso.ute Proor Acarnst Mistake nor Reaquirep. 

It is not required that marks be so dissimilar as to be absolutely 
proof against mistake, but only that they be sufficiently dissimilar as 
not to cause the ordinary purchaser to be confused regarding the 
identity of the respective goods. 

Same—SamMe—SamMe—“Sarepack” FoR Wrapprnc Parer nor Descriprive— 

DescRIPTIVENESS Not A Basis or Opposrrion. 

The word “Safepack” as a trade-mark for wrapping paper is not 
descriptive, but is an arbitrary, suggestive word; moreover, even if 
a mark is descriptive, the opposer has no right to raise this question 
unless the registration of the mark would be likely to damage him. 





Appeal from the decision of the Commissioner of Patents in 
an opposition proceeding. Affirmed. 


Before Smytru, Chief Justice, and Ross and Van OnrspeE. 
Associate Justices. 


Nicholas M. Goodlett, of New York City, for appellant. 
Clyde L. Rogers, of Boston, Mass., for appellee. 
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Smytu, Chief Justice: Arkell Safety Bag Company, owner of 
the mark “Arksafe’’, which was registered for it in the Patent Office 
July 28, 1901, opposed the application of Safepack Mills for the 
registration of the mark “Safepack.” The latter company claims 
use of its mark only since May, 1914, and is therefore junior to the 
opposer. Both marks are applied to wrapping paper, hence to goods 
of the same descriptive properties. The opposition is grounded on 
the contentions (1) that the registration of the applicant’s mark 
would be likely to produce confusion; (2) that it is descriptive of 
the character of the goods, and (3) that the word “Safepack”’ is the 
characteristic word in the corporate name of the applicant. In re- 
jecting these contentions the commissioner said that whether the 
two marks were so similar as to be likely to cause confusion is better 
determined by the judgment of the eye and of the ear than by the 
testimony of experts; that neither the appearance of the two words 
nor their sound when spoken would indicate that their use as trade- 
marks would be likely to confuse the purchaser as to the origin of 


the goods; that it is not required that the marks be so dissimilar as 


to be absolute proof against mistake, it being only necessary that 


they be sufficiently dissimilar that the ordinary purchasers of the 
particular goods are not likely to be confused to the extent of pur- 
chasing the goods of the one for the goods of the other, and he over- 
ruled the first contention. 

With respect to the second ground of opposition he pointed out 
that the syllable “Safe” is common to both marks; that if the com- 
ponent parts of the mark “‘Safepack’’ be considered, a variety of 
meanings, more or less fanciful, could be derived from it; that the 
mark, however, must be taken as a whole, and when so taken be- 
longs to that class of arbitrary suggestive words that the commercial 
world is seeking; that, while it may be suggestive of certain charac- 
teristics, it is not descriptive to the extent of defining any particular 
quality of the goods to which it is applied; and hence that the con- 
tention of the Arkell Company with respect to it was not sound. 

Touching the third ground of the opposition, the commissioner 
quoted from section 5 of the Trade-Mark Act of February 20, 1905, 


as amended by the Act of January 8, 1913, wherein it is said, “That 
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nothing herein shall prevent the registration of a trade-mark other- 
wise registerable because of its being the name of the applicant or a 
portion thereof,’ and ruled against the opposer. He distinguished 
Simplex Electric Heating Co. v. Ramey Co., 243 O. G. 793 (7 T. M. 
Rep., 266], and In Re American Steel Foundries, 258 Fed. 160 [9 
T. M. Rep., 364], from the case before him, on the footing that in 
those cases registration was sought by a competitor of the corpora- 
tion a part of whose name was sought to be registered. We agree 
with the views of the commissioner as herein expressed. 

Opposer has filed a brief which is rather elaborate when the 
narrowness of the subject discussed is considered. The brief devotes 
much time to the contention that ““Safepack’”’ is merely descriptive, 
and hence not registerable. But the opposer has no right to raise 
that question in this case unless the fact that it is descriptive would 
be likely to damage it. Probable damage is the basis upon which 
an opposition proceeding must rest. Sec. 6, 33 Stat. 726. If we 
concede that the mark is descriptive but is not deceptively similar 
to opposer’s mark, there is no ground for claiming that its registra- 
tion would damage the opposer. It is true, as claimed by the op- 
poser, that under section 7 of the same act the commissioner may 
in an opposition proceeding refuse registration of a mark because it 
is descriptive, but this does not mean that an opposer has a right to 
raise that question unless the registration of the mark would be 
likely to damage him. 

Stress is laid on the fact that a dealer in paper sent to opposer 
an order in which he asked the latter to send him “Safepack’’ paper 

the paper produced by the applicant—and it is argued that this 
indicates that the marks are deceptively similar. But the person 


who sent the order testified that he was not aware of opposer's 


mark at the time, and that he had made a mistake in using appli 


cant’s mark. If he was not aware of opposer’s mark it cannot be 
said that he mistook the mark “‘Safepack”’ for it. It is not necessary 
for us to go further. As stated, we are satisfied with the reasoning 


of the commissioner, and therefore affirm his decision. 
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DaniEL B. RepLoGie v. THe Arr-Way Company 
Court of Appeals of the District of Columbia 


March 6, 1923 


Trapve-Marxs—Tirte—ConveyaNce By SALE oF Business anv Goop-WILL. 

The sale of a business and its good-will carries with it the sale of 

the trade-mark used in connection with the business, although not ex- 
pressly mentioned in the instrument of sale. 

Trape-MarKs—INTERFERENCE AND ApPpEAL—‘*PNEUMODE”’, AND “Arr-Way™ 

For Execrric Vacuum CrLeaners—Ricur or AssiGNeE to Goop- 

Witt anv Trape-Marks. 

Where appellant, who, under the name of Bright Circle Mfg. Co., 
manufactured an electric vacuum cleaner, patented by him, under the 
trade-marks “Pneumode” and “Air-Way”, shortly thereafter gave to 
the Air-Way Company an exclusive license to manufacture under, and 
during the life of the patent, to which company he subsequently sold 
all the business, good-will and property of all kinds used by him 
under the name of the Bright Circle Mfg. Co., he, having abandoned 
the marks, could neither deprive his assignee of the rights to its use, 
nor set up an adverse use. 

Same—SamMe—Non-PerrorMance oF Conrracr Wirnovur Bearinc oN 

Ricut to Trape-Mark. 

In the case at issue the fact that the licensee failed to perform its 
contract with regard to the manufacture of certain goods bearing the 
trade-marks did not affect the title of the business or trade-mark con- 
veyed to it by appellant. 


Appeal from the decision of the Commissioner of Patents in an 
interference proceeding. Affirmed. For the Commissioner's deci- 
sion, see 12 T. M. Rep. 269. 


D. B. Replogle, of Berkeley, Calif., in propria persona. 

C. W. Owen, of Toledo, O., for appellee. 

Before Cuier Justice Smytu, Justice Ross, and JupGe SMitTH 
of the United States Court of Customs Appeals. 


Smytu, Chief Justice. This is a trade-mark interference pro- 


ceeding in which the decision of the Patent Office was against 


Daniel B. Replogle and in favor of The Air-Way Company. The 


contest relates to the use of the name “Air-Way” on electric vacuum 
cleaners and parts thereof. 


Replogle filed his application for registration of a composite 
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mark consisting of the words “Pneumode” and “Air-Way” on 
November 15, 1918, alleging that he had commenced the use of the 
mark sometime prior thereto. Just before the filing of his appli- 
cation Replogle was engaged in manufacturing and selling under the 
name of Bright Circle Mfg. Co., an electric vacuum cleaner and 
parts thereof invented by him and covered by certain patents to 
which he applied the mark just mentioned. The Air-Way Company 
sought registration of the name “Air-Way” on December 26, 1919, 
having adopted it in the previous April. 

In October, 1918, Replogle and another entered into an agree- 
ment with one Charles F. Bacon, of Toledo, Ohio, whereby Replogle 
agreed to deliver, at the request of Bacon, to a corporation to be 
formed, an exclusive license to manufacture and sell all of the 
products covered by the patents referred to, and applications for 
patents, belonging to Replogle, the license to last during the re- 
spective terms of the patents. Under this agreement Replogle was 
to receive a certain percentage of the gross sales as royalties, and 
three hundred dollars per month as a minimum royalty. The cor- 
poration was to proceed with reasonable diligence to manufacture at 
least a thousand of the cleaners and put the same upon the market 


as soon as practicable. The contract further provided that Replogle 


should receive from the corporation an exclusive agency in the 
States of Oregon, Washington, and California for the sale of the 
articles manufactured under the license. 


The corporation was formed, in accordance with the contract, 
and took the name of The Air-Way Company. It is this company 
which applies for registration of the mark “‘Air-Way’’. In due 
time the license provided for was delivered, at the request of Bacon, 
to the corporation, and the contract was in all respects carried out 
by the parties thereto. In addition to securing the license, The 
Air-Way Company purchased and took over all the business, good- 
will, cleaner parts, tools, jigs, and property of every kind formerly 
used or employed by Replogle under the name of the Bright Circle 
Mfg. Co. 


It appears, then, that Replogle transferred the entire business 
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of the Bright Circle Mfg. Co. to the corporation, and with it what- 


ever rights he had to the mark “‘Air-Way’, and from that time on 


The Air-Way Company had the right to use the mark on the goods 
which it manufactured under the license. In view of this it is not 
necessary to determine whether or not Replogle was the first to 
adopt and apply the mark to patented goods, for if he was the first 
he conveyed his right in connection with his business to The Air- 
Way Company. 

We have said that where the owner of a trade-mark grants the 
right to another, either by sale or license, to use the mark on the 
goods with which its use is connected, and abandons its use himself, 
he cannot afterwards either deprive his assignee of the right to its 
use or set up an adverse use. By use in connection with the busi- 
ness the assignee acquires the title abandoned by the assignor, and 
the title is of that exclusive character which is entitled to protec- 
tion even again such assignor. Macwilliam v. President Sus- 
pender Company, 46 App. D. C. 45, and cases cited. The question 
is very fully discussed in President Suspender Co. v. Macwilliam, 
238 Fed. 159 [7 T. M. Rep. 103], where many decisions are 
referred to. It is there said that there is no such right known to 
the law as an exclusive ownership of a trade-mark apart from the 
right to use it in a business. It cannot exist as a right in gross. A 
sale of a business and of its good-will carries with it the sale of the 
trade-mark used in connection with the business, although not ex 
pressly mentioned in the instrument of sale. Replogle had no right 
to the mark apart from the right to use it in connection with his 
business. That business was transferred to The Air-Way Company 
in December, 1918. If Replogle had the right to have the mark 
registered before he transferred his business to The Air-Way Com- 
pany (and for the purposes of this case we assume he did), then 
the latter company acquired that right by transfer, and possessed it 
at the time it made its application on December 26, 1919. 

But Replogle insists that the agreement under which he trans- 
ferred the business and the mark was not a contract, but a simple 


license, upon condition, inter alia, that The Air-Way Company 





DANIEL B. REPLOGLE V. THE AIR-WAY COMPANY 231 


would comply with its terms. The same defense was made in Presi- 
dent Suspender Co. v. Macwilliam, supra. In disposing of it the 
court said that it was unable to perceive any reason for holding that 
a patentee who gives an exclusive license to another to manufacture 
and sell a patented article for the life of the patent, and who at the 
same time transfers the good-will of the business to the licensee, re- 
tains any right to the trade-mark which he can avail himself of dur- 
ing the life of the patent ordinarily or on its expiration. The right 
of the plaintiff to the trade-mark must be regarded as exclusive of 
the defendant, as was the plaintiff’s right to manufacture and sell 
the patented article. 

It is urged by Replogle that the agreement or license has been 
forfeited so far as the cord reel covered by one of the assigned 
patents is concerned, and that because of this The Air-Way Com- 
pany’s right to the mark has ceased. The reel is but part of the 
cleaner. When this alleged forfeiture took place does not appear. 
If it took place after the decision by the Commissioner of Patents, 
we cannot consider it, because our duty is to review the decision 
upon the record of the proceedings in the Patent Office. 33 Stat. 
727; Rev. Stat. 4914. The only reference to it in the record ap- 
pears in a statement made by Replogle—not as a witness under 
oath, but as counsel—that The Air-Way Company, he believed, had 


agreed to transfer the cord reel patent back to him. At best it is 


only a belief on his part. If it was a fact he could have proven 


it without difficulty. We cannot give this statement any weight. 
Moreover, he does not say with whom the agreement was made, but, 
if made, it must have been with him. If it was the intention of the 
parties that the trade-mark should be returned to him at the same 
time the cord ree] patent was returned, why did not the agrement 
say so? Must we not assume that since it is silent on the subject 
the parties did not intend it should be returned? 

At the bar it was admitted that The Air-Way Company had 
ceased to manufacture the cord reel, but the time when it ceased to 
do so was not given. Unless, we repeat, it was before the decision 


of the Commissioner we cannot consider it. Anyhow, it was not 
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admitted that the title to the trade-mark was to be returned. In 


this regard it must be remembered that there is nothing in the 


license of the patents about the transfer of the Bright Circle Mfg. 
Co.’s business or the trade-mark. That, so far as the record is 
concerned, was the result of a separate agreement. The non-per- 
formance of the conditions of the license contract in no way affected 
the title to the business or trade-mark conveyed to The Air-Way 
Company. To say that it did would be to write into the contract 
something that was not placed there by the parties. This we can- 
not do. 


The decision of the Commissioner is affirmed. 








